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DETAILED ACTION 

Election/Restrictions 

Applicant's election with traverse of Group I, claims 1-7, in the reply filed on March 14, 
2007 is acknowledged. The traversal is on the ground(s) that the claims have variations of the 
same limitations and are thereby closely related. This is not found persuasive because the 
inventions have acquired a separate status in the art in view of their different classification. 
Further, these inventions require a different field of search (see MPEP § 808.02). Accordingly, 
restriction for examination purposes as indicated is proper. It is noted that the specifics to 
examine a process, namely the stepwise claim limitations and the material undergoing a change 
in physical or chemical state are not required when examining an apparatus or product, which 
are limited only by structural limitations. Although a process claim may contain apparatus or 
article limitations, they are only given patentable weight as to how the structure affects the 
stepwise process. Similarly, the specifics of an apparatus or article do not require the same 
consideration of stepwise process limitations as in a process claim, but rather only that the 
structure is capable of performing or being produced by such a process step. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 2, 6 and 7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Regarding claims 2 and 6, it is unclear under what melt flow 
index testing conditions (e.g. temperature, load) the polymers are required to meet the claimed 
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melt flow index values. It is also unclear whether the melt flow index values for the HIPS and 
PS are necessarily required to be the result of the same test method. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 3 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by 

Cernohous et al. (US 6,379,791) as evidenced by Styron™ 484 and Dow Styron™ 615 Data 

Sheets. 

Regarding claim 1, Cernohous et al. teach a method of producing a composite pressure- 
sensitive adhesive (Abstract). In the method, Cernohous et al. form a blend of Styron™ 484 
HIPS and Styron™ 615 polystyrene and a compatibilizer and feed the blend to a single screw 
extruder and extrude the melted blend as a part of the overall pressure sensitive adhesive (col. 

21, line 57-col. 22, line 55). As evidenced by the cited data sheets, HIPS 484 has a nominal 
melt flow rate of 2.8 g/10 min and PS 615 has a nominal melt flow rate of 14 g/10 min. Both of 
the melt flow rates are reported from an ASTM method performed at a temperature of 200 °C 
and under a load of 5 kg. 

The instant specification (US 2005/0161858, paragraph [0019]) states that "in any 
particular blend the relatively high MFI material has a higher MFI than the relatively lower MFI 
HIPS resin". Accordingly, Cernohous et al. anticipate the claim. 

As to claim 3, Cernohous et al. exemplify a ratio of one part HIPS to one part PS (col. 

22, line 28-31). 
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As to claim 4, the examiner recognizes the claimed effect is not positively stated by the 
reference. However, the same claimed materials are processed in the same claimed method. 
As such, the same claimed effects and physical properties are necessarily realized. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 1.03(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 2, 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cernohous et al. (US 6,379,791) as evidenced by Styron™ 484 and Dow Styron™ 615 Data 
Sheets. 

As to claim 2, Cernouhous et al. teach the method of claim 1 as set forth above. 
Further, the cited data sheets provide evidence of the nominal melt flow rates of the materials 
employed by Cernohous under one set of test conditions. The nominal melt flow rate of the 
HIPS is clearly within the claimed numerical range while the nominal value of the polystyrene 
melt flow rate is somewhat below the claimed numerical range. 
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However, in view of the 35 USC 112, second paragraph rejection the examiner is unable 
to adequately compare the melt flow index values. The examiner notes that there are numerous 
melt flow testing conditions that employ higher temperatures and heavier loads than those 
employed to provide the nominal melt flow value of the Dow 615 resin which would yield a melt 
flow rate value higher than the nominal value cited on the data sheet. As such, the claim is 
rendered obvious over Cernohous et al. in view of the currently understood scope of the claim. 

Regarding claim 6, Cernohous et al. teach a method of producing a composite pressure- 
sensitive adhesive (Abstract). In the method, Cernohous et al. form a blend of Styron™ 484 
HIPS and Styron™ 615 polystyrene and a compatibilizer and feed the blend to a single screw 
extruder and extrude the melted blend (col. 21, line 57-col. 22, line 55). As evidenced by the 
data sheets, HIPS 484 has a nominal melt flow rate of 2.8 g/10 min and PS 615 has a nominal 
melt flow rate of 14 g/10 min. Both of the melt flow rates are reported from an ASTM method 
performed at a temperature of 200 °C and under a load of 5 kg. 

The instant specification (US 2005/0161858, paragraph [0019]) states that "in any 
particular blend the relatively high MFI material has a higher MFI than the relatively lower MFI 
HIPS resin". 

Cernohous et al. exemplify a ratio of one part HIPS to one part PS (col. 22, line 28-31). 
The cited data sheets provide evidence of the nominal melt flow rates of the materials employed 
by Cernohous under one set of test conditions. The nominal melt flow rate of the HIPS is clearly 
within the claimed numerical range while the nominal value of the polystyrene melt flow rate is 
somewhat below the claimed numerical range. 

However, in view of the 35 USC 112, second paragraph rejection the examiner is unable 
to adequately compare the melt flow index values. The examiner notes that there are numerous 
melt flow testing conditions that employ higher temperatures and heavier loads than those 
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employed to provide the nominal melt flow value of the Dow 615 resin which would yield a melt 
flow rate value higher than the nominal value cited on the data sheet. As such, the claim is 
rendered obvious over Cernohous et al. in view of the currently understood scope of the claim. 

As to claim 7, the examiner recognizes the claimed effect is not positively stated by the 
reference. However, the same claimed materials are processed in the same claimed method. 
As such, the same claimed effects and physical properties are necessarily realized. 

Claims 1-4, 6 and 7 are rejected under 35 U.S.C. 103(a) as being obvious over Holden 
etal. (US 4,188,432). 

Regarding claims 1 and 3, Holden et al. teach a method of producing shaped articles by 
extrusion (col. 9, lines 58-65) consisting predominantly of polystyrene (Abstract; col. 5, lines 31- 
35), such as a blend of high impact polystyrene (HIPS) and styrene homopolymer (col. 5, lines 
36-40) at a weight percentage of at least about 45% HIPS and no more than about 55% general 
purpose styrene homopolymer (col. 6, lines 47-50). 

As to the terms "relatively low" and "relatively high" the examiner notes that the melt flow 
rate values of polystyrene and HIPS disclosed by Holden et al. overlap (table bridging col. 6 - 
col. 7). Further, the instant specification (US 2005/0161858, paragraph [0019]) states that "in 
any particular blend the relatively high MFI material has a higher MFI than the relatively lower 
MFI HIPS resin". Accordingly, the overlapping ranges of the HIPS and polystyrene melt flow 
rates disclosed by Holden et al. render the scope of the claim obvious. 

As to claim 2, Holden et al. provide melt flow rate values for HIPS and polystyrene under 
ASTM-1238, condition G at 200 °C. The melt flow index of the HIPS meets the claimed 
numerical value, but the melt flow index of the polystyrene does meet the claimed numerical 
values. However, in view of the 35 USC 112, second paragraph rejection the examiner is 
unable to adequately compare the melt flow index values. The examiner notes that there are 
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numerous melt flow testing conditions that employ higher temperatures and heavier loads than 
those employed to provide the disclosed melt flow value 

As to claim 4, the examiner recognizes the claimed effect is not positively stated by 
the reference. However, the same claimed materials are processed in the same claimed 
method. As such, the same claimed effects and physical properties are necessarily realized. 

Regarding claim 6, Holden et al. teach a method of producing shaped articles by 
extrusion (col. 9, lines 58-65) consisting predominantly of polystyrene (Abstract; col. 5, lines 31- 
35), such as a blend of high impact polystyrene (HIPS) and styrene homopolymer (col. 5, lines 
36-40) at a weight percentage of at least about 45% HIPS and no more than about 55% general 
purpose styrene homopolymer (col. 6, lines 47-50). 

As to the terms "relatively low" and "relatively high" the examiner notes that the melt flow 
rate values of polystyrene and HIPS disclosed by Holden et al. overlap (table bridging col. 6 - 
col. 7). Further, the instant specification (US 2005/0161858, paragraph [0019]) states that "in 
any particular blend the relatively high MFI material has a higher MFI than the relatively lower 
MFI HIPS resin". 

Holden et al. provide melt flow rate values for HIPS and polystyrene under ASTM-1 238, 
condition G at 200 °C. . The melt flow index of the HIPS meets the claimed numerical value, 
but the melt flow index of the polystyrene does meet the claimed numerical values. However, 
in view of the 35 USC 112, second paragraph rejection the examiner is unable to adequately 
compare the melt flow index values. The examiner notes that there are numerous melt flow 
testing conditions that employ higher temperatures and heavier loads than those employed to 
provide the disclosed melt flow value 



Application/Control Number: 10/766,672 Page 8 

Art Unit: 1732 

As to claim 7, the examiner recognizes the claimed effect is not positively stated by the 
reference. However, the same claimed materials are processed in the same claimed method. 
As such, the same claimed effects and physical properties are necessarily realized. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Holden et al. (US 
4,188,432), as applied to claims 1-4, 6 and 7 above, in view of Agarwal (US 5,541,285) and 
Kaulbach et al. (US 6,713,141). 

As to claim 5, Holden et al. teach the method of claim 1 as set forth above, Holden et 
al. do not disclose the extruded shear rate. However, Kaulbach et al. discloses the well-known 
fact in the extrusion arts that extrusion speed/shear rate and degradation of the polymer are 
directly proportional properties. As the extrusion speed/shear rate increases, the degradation of 
the polymer increases (col. 1, lines 50-67). Accordingly, one having ordinary skill would have 
readily optimized the extrusion speed/shear rate while practicing the method disclosed by 
Holden et al. to increase productivity and to minimize costs while producing a product with an 
acceptable degree of polymer degradation. Further the examiner notes that, in general, 
extruder speeds corresponding to shear rates up to about 10,000/s are known in the art as is 
disclosed by Agarwal (col. 3, lines 45-47). 

Therefore it would have been prima facie obvious to one having ordinary skill in the art at 
the time of the claimed invention to have modified the method disclosed by Holden et al. in view 
of the teaching of Agarwal and Kaulbach in order to optimize production rates while ensuring an 
acceptable quality material is produced, as is routinely practiced in the art. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cernohous et al. 
(US 6,379,791) as evidenced by Styron™ 484 and Dow Styron™ 615 Data Sheets, as applied 
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to claims 1, 3 and 4 above, in view of Agarwal (US 5,541,285) and Kaulbach et al. (US 
6,713,141). 

As to claim 5, Cernohous et al. teach the method of claim 1 as set forth above. 
Cernohous et al. do not disclose the extruded shear rate. However, Kaulbach et al. discloses 
the well-known fact in the extrusion arts that extrusion speed/shear rate and degradation of the 
polymer are directly proportional properties. As the extrusion speed/shear rate increases, the 
degradation of the polymer increases (col. 1, lines 50-67). Accordingly, one having ordinary skill 
would have readily optimized the extrusion speed/shear rate while practicing the method 
disclosed by Cernohous et al. to increase productivity and to minimize costs while producing a 
product with an acceptable degree of polymer degradation. Further the examiner notes that, in 
general, extruder speeds corresponding to shear rates up to about 10,000/s are known in the art 
as is disclosed by Agarwal (col. 3, lines 45-47). 

Therefore it would have been prima facie obvious to one having ordinary skill in the art at 
the time of the claimed invention to have modified the method disclosed by Cernohous et al. in 
view of the teaching of Agarwal and Kaulbach in order to optimize production rates while 
ensuring an acceptable quality material is produced, as is routinely practiced in the art. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Jeff WoHschlager whose telephone number is 571-272-8937. The 
examiner can normally be reached on Monday - Thursday 7:00 - 4:45, alternating Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson can be reached on 571-272-1 176. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Jeff Wollschlager r fi 
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